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DETAILED ACTION 

Claim Objections 

Claim 1 is objected to because of the following informalities: Line two recites "consists 
of. The term "consisting of defines the scope of a claim with respect to what unrecited 
additional components or steps, if any, are excluded from the scope of the claim (MPEP 
21 1 1.03). Dependent claim 2 and 3 disclose additional components- a support, a radial fin, a 
collar- which is excluded from the nail as defined by claim 1 . Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claim 4 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. 
Claim 4 describes "said probe including a head, a plurality of thin rods of considerable length 
extending from said head and having an intermediate node". The specifications describe the nail, 
not the probe, includes the plurality of thin rods which converge toward a node. The probe 
includes the protrusion that spread apart the rods. The apparatus of claim 4 appears to be non- 
functional since the probe contains the thin rods. 
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The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 1 recites the limitation "the functional combination" in lines 2-3, "the node" in line 
6, "the terminal section" in line 9, "the proximal area" in line 1 1 . There is insufficient antecedent 
basis for these limitations in the claim. Claim 1 is rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. Claim 1, line 4 recites "which includes a head". 
It is unclear if the tubular nail or the probe contains the head. The use of the term "they" in line 6 
and the term "its" in line 1 1 is also unclear. 

Claim 3 recites the limitation "the holes of the support" in line 4 and "the threaded rod" in 
line 5. There is insufficient antecedent basis for these limitations in the claim. Claim 3, line 4 
recites "which is situated in line with the holes". It is unclear what component is in line with the 
holes. 

In claim 3 there exits an inconsistency between the language of the body of the claim, 
thus making the scope of the claim unclear. In line 3, applicant recites "a threaded section" with 
the template being only functionally recited, i.e. "for the attachment of a template", thus 
indicating that the claim is directed to the subcombination, "a threaded section". However, in 
line 4, applicant positively recites (as best understood) the template as part of the invention, i.e. 
"which is situated in line with the holes", thus indicating that the combination, a threaded section 
and a template, is being claimed. As such, it is unclear whether applicant intends to claim the 
subcombination or combination. Applicant is hereby required to indicate to which, combination 
or subcombination, the claim is intended to be directed, and amend the claim such that the 
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language thereof is consistent with this intent. For examination purposes claim 3 will be 
considered as being drawn to the subcombination, a threaded section. 

Claim 4 recites the limitation "the functional combination" in lines 2-3, "the terminal 
section" in line 9, and "the proximal area" in line 1 1 . There is insufficient antecedent basis for 
these limitations in the claim. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1 and 4 as best understood are rejected under 35 U.S.C. 102(b) as being 
anticipated by Summerlin et al. (U.S. Pat. No. 3,512,448). 

Summerlin et al. discloses an intramedullary nail, which is specially designed to secure 
and immobilize fractures in long bones such as the femur, characterized in that it consists of the 
functional combination of a tubular nail (Fig. 2, 1 1) and a probe (12) that can move axially inside 
the nail, which includes a head (head of nail, 28) from which a plurality of thin rods (21) of a 
considerable length extend, which are grouped according to an imaginary cylindrical surface and 
converge towards the node (18), beyond which they extend in considerably wide sections (17) 
that are independent at their free ends (17, as shown), whilst the probe (12) includes a protrusion 
(14) close to its distal end, which is initially situated outside the nail and first causes the radial 
deformation of the terminal section of the rods (17) during the axial movement of the probe 
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relative to the nail and then causes the node (18) to move towards the head (28), which in turn 
causes a radial expansion of the nail in the proximal area of its rods (21). 

Intramedullary nail characterized in that a support (Fig. 2, 13 and 29) works with the 
head (28) of the nail, being the only element of the assembly that is fixed by screws to the bone, 
specifically at the proximal end thereof (as shown 13 and 29 are located at proximal end of nail), 
this support (13 and 29) having a stepped axial hole (hole in nut 13 to hole of washer 29 is a 
stepped axial hole) for attachment of the head (29) and a radial fin (37) with a hole (hole 36) for 
screwing the support to the bone. 

Intramedullary nail characterized in that inside the axial hole (hole of 13 and 29) in the 
support, specifically at the outer end thereof (hole of 13), there is a threaded section (internal 
threaded hole of 13) for the attachment of a template for drilling into the bone, which is situated 
in line with the holes of the support and for the subsequent implantation of a collar that can move 
the threaded rod that constitutes the probe in order to displace the protrusion thereon towards the 
head of the nail (the device of Summerlin ct al. is capable of utilizing the threaded section for the 
attachment of a template for drilling into the bone, which is situated in line with the holes of the 
support and for the subsequent implantation of a collar that can move the threaded rod that 
constitutes the probe in order to displace the protrusion thereon towards the head of the nail. 
With regard the statement of intended use and other functional statements, they do not impose 
any structural limitations on the claims distinguishable over Summerlin et al. which is capable of 
being used as claimed if one so desires to do so. In re Casey, 152 USPQ 235 (CCPA 1967) and 
In re Otto, 136 USPQ 458, 459 (CCPA 1963).) 
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Summerlin et al. discloses an intramedullary nail, which is specially designed to secure 
and immobilize fractures in long bones such as the femur, characterized in that it consists of the 
functional combination of a tubular nail (Fig. 2, 1 1) and a probe (12) at least coextensive in 
length with the nail and movable axially inside the nail, said probe including a head (28), a 
plurality of thin rods (21 and 17) of a considerable length extending from said head and having 
an intermediate node (18), said rods being grouped according to an imaginary cylindrical surface 
and converging towards the node independent at their free ends (17 as shown), said probe 
including a protrusion (14) close to its distal end, which is adapted to initially extend beyond the 
nail and upon withdrawal to within the nail, causes the radial deformation of the terminal section 
of the rods (17) during the axial withdrawal of the probe through the nail and then causes the 
node (18) to move towards the head which in turn causes a radial expansion of the nail in the 
proximal area of the rods (21) between the head and said node. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 2-3 as best understood are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Summerlin et al. (U.S. Pat. No. 3,512,448). 

Summerlin et al. discloses the claimed invention except for a pair of holes for screwing 
the support to the bone. It would have been obvious to one having ordinary skill in the art at the 
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time the invention was made to construct the assembly of Summerlin et al. having a pair of holes 
instead of one disclosed hole (Fig. 2, 36), since it has been held that mere duplication of the 
essential working parts of a device involves only routine skill in the art. St. Regis Paper Co. v. 
BemisCo., 193 USPQ 8. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. See form 892. 

Abstract for SU 662082: The fixation of tubular bone fracture is improved using a rod (4) 
terminating in a support head (5) while the other end carries the adjusting nut (6). The outside 
surface of the hollow cylinder (1) is slotted, and is inserted into the medullary channel when in 
collapsed state. After the insertion, the bone fragments are aligned and the fixator is moved into 
the distal fragment direction adjusting the protrusion to 1 .5-2 cm with the aid of nut (6). Further 
movement of the nut expands the slotted cylinder in the medullary channel (7) to lock the 
fragments. 

Abstract for FR 2606269: The present invention relates to a lockable centromedullary 
nail for osteosynthesis of long bones, comprising a tube and a sliding inner rod bearing a pair of 
opposite anchoring plates which are hinged to the rod. This centromedullary nail is characterised 
in that the means withdrawing the anchoring plates consist of a part 16, of variable length and 
forming a spacer, which is housed in the base of the tube 3 and against which the edges 14a, 15a 
of the plates 14, 15 abut axially at the end of the introduction travel of the plate holder rod 6, so 
that an additional thrust exerted on the plate holder rod 6 causes the plates 14, 15 to pivot 
outwards and leave through the slots 4, 5 in the tube. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DEVANIE DUFOUR whose telephone number is (571)270- 
7843. The examiner can normally be reached on Mon-Thurs 7:00 a.m.-5:00 p.m., EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on 571-272-4719. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/D. D./ 

Examiner, Art Unit 3733 



/Eduardo C. Robert/ 

Supervisory Patent Examiner, Art Unit 3733 



